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THE MOST CONTENTIOUS, and frequent-
ly most difficult, issue in most copyright
infringement cases is the determination of
whether the two works at issue are “sub-
stantially similar.” In the Ninth Circuit,
the determination of “substantial similar-
ity” for most works is made using the now
familiar “extrinsic-intrinsic” test.! In its
original form, the extrinsic-intrinsic test
consisted of two completely independent
tests: the extrinsic test was a measure of
whether there was substantial similarity
in the general ideas of both works and the
intrinsic test measured whether there was
substantial similarity in the protectable
expression of both works. Although courts
in the Ninth Circuit continue to pay lip
service to the extrinsic-intrinsic test, the
application of the test has undergone a
wholesale transformation so that today

it bears little or no resemblance to its
original formulation. Indeed, the extrin-
sic-intrinsic test has so far departed from
its original intent that the former two-part
extrinsic-intrinsic test has been reduced to
a single critical extrinsic test, making the
intrinsic component of the test practically
irrelevant. It is therefore time to begin
asking whether the traditional extrin-
sic-intrinsic test should be abandoned
entirely and replaced with something that
more accurately describes what courts are
actually doing in practice.

THE EXTRINSIC-INTRINSIC TEST
WAS INTRODUCED IN SID &
MARTY KROFFT V. MCDONALD’S
CORP.

The Ninth Circuit adopted its extrin-
sic-intrinsic test in Sid & Marty Krofft
Télevision Productions, Inc. v. McDonald’s
Corp?  Krofft involved a copyright
infringement claim in which the plaintiffs
alleged that defendants’ “McDonaldland”
television commercials featuring Mayor
McCheese and various other keystone
cop characters living in an imaginary
world of anthromorphic plants and ani-
mals infringed plaintiffs’ “H.R. Pufnstuf”
children’s television show which featured
similar characters living in a similar fanta-
sy world. After a jury trial in which plain-
tiffs prevailed, the defendants appealed to
the Ninth Circuit.

The Ninth Circuit began its analysis
by reciting the elements of copyright
infringement: ownership of a valid copy-
right and copying by the defendant.? It

then noted that the element of “copying”
was usually established by proof of access
to the copyrighted work and substantial
similarity. After listing the elements of
copyright infringement, the court com-
plained that these elements overstated
the scope of copyright protection and
expressed the view that a “limiting prin-
ciple” was required.’ Such a principle, it
concluded, could be found in “the clas-
sic distinction between an ‘idea’ and the
‘expression’ of that idea.”® It explained
that this distinction followed from the
copyright “axiom” that copyright protec-
tion extends “only to the particular expres-
sion of the idea and never to the idea
itself.”” The court correctly observed that
copyright infringement could be found
only where there had been copying of
the expression of the copyrighted work
and could not be based on the copying
of the idea alone.® From this, the court
concluded that “two steps in the analytic
process are implied.” The court explained
that infringement required not only simi-
larity of ideas but also similarity in the
expression of ‘those ideas.”® It called the
determination of similarity of ideas an
extrinsic test because “it depends not on
the responses of the trier of fact, but on
specific criteria which can be listed and
analyzed.”"! It listed as examples of such
criteria “the type of artwork involved, the
materials used, the subject matter, and the
setting for the subject.”** The court fur-
ther noted that, because the extrinsic test
involved criteria that could be listed and
analyzed, analytical dissection and expert
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testimony would be appropriate under
this part of the test.”?

If there is substantial similarity in the
ideas of the two works, then the Ninth
Circuit held that “the trier of fact must
decide whether there is substantial simi-
larity in the expressions of the ideas so
as to constitute infringement.”™ It called
the second part of its two-part test the
intrinsic test “because it does not depend
on the type of external criteria and analy-
sis which marks the extrinsic test.”?> The
court explained that under the intrinsic
test substantial similarity in expression
would be determined by the response of
the ordinary reasonable person.’® In con-
trast to the extrinsic test, the court stated
_that under the intrinsic test analytical
dissection and expert testimony are not
appropriate."”

In its defense, McDonalds argued that
although it did not dispute that it copied
the idea of plaintiffs’ Pufnstuft television
series the expression of the idea in the
two works was substantially different. To
illustrate its point, McDonalds dissected
the two works into their constituent ele-
ments of characters, setting and plot and
emphasized the differences between these
constituent elements in the two works.

By today’s standards, no one would have
objected to McDonalds” approach. But
the Ninth Circuit rejected this approach,
faulting McDonalds for “ignore[ing] the
idea-expression dichotomy” described by
the court.'® According to the Kroffz court,
McDonalds was attempting to apply an
extrinsic test to, and analytically dissect,
the expressive elements in the two works.
This the court stated was inappropriate as
applied to expressive elements. Rather, the
court concluded that McDonalds must
use the intrinsic test under which the
expressive elements would not be dis-
sected and instead would be analyzed
subjectively under an ordinary reason-
able person standard to determine if the
McDonalds’ commercials captured the
concept and feel of the Pufnstuff show.”

The Krofft court further noted that the
intrinsic test was “uniquely suited for the
trier of fact” and that the court would be
“less likely to find clear error when the
subjective test for copying of expression
has been applied.” The court therefore
refused to overturn the jury verdict for
plaintiffs and affirmed the judgment of
the trial court.?!

Several conclusions can be drawn from
the Krofft opinion: First, the extrinsic test
measures similarities in ideas, whereas
the intrinsic test measures similarities in
expression. Second, similarity in ideas is
measured by an objective test, whereas
similarity of expression is measured by a
subjective test. Third, it is appropriate to
utilize analytic dissection when analyz-
ing similarity in ideas under the extrinsic
test, but not when analyzing similarity in
expression under the intrinsic test. Fourth,
a reviewing court will be less likely to
reverse a determination of similarity in
expression than one of similarity in ideas.
As we shall see, however, none of these
principles articulated by Kroffi has sur-
vived the decades that have followed.

THE PROBLEMS WITH KROFFT'S
EXTRINSIC-INTRINSIC TEST
SHOULD HAVE BEEN OBVIOUS
FROM THE START

The reason so much of Krofft has failed
to survive should have been obvious from
the start. Although Kroff correctly took
note of the idea-expression dichotomy in
copyright jurisprudence, it failed to draw
the appropriate conclusion from it. While
it is of course an axiom of copyright law
that copyright protection extends “only to
the particular expression of the idea and
never to the idea itself,” the conclusion
that the Krofff court should have drawn
from this distinction is that similarity of
ideas is irrelevant to the issue of infringe-
ment. Instead, the Krofff court incorpo-
rated similarity of ideas into the first step
of its two-step extrinsic-intrinsic test.

Such a misstep would not have been

fatal standing alone, but the Krofff court
compounded its error by limiting analytic
dissection to the extrinsic test and thus
eliminating analytic dissection as a ool for
analyzing similarity of expression. Analytic
dissection in copyright analysis had its
genesis in Judge Learned Hand’s famous
“abstractions test.” Judge Hand described
the various levels of abstraction contained
within any literary work as follows:

Upon any work, and especially upon
a play, a great number of patterns of
increasing generality will fit equally
well, as more and more of the incident
is left out. The last may perhaps be no
more than the most general statement
of what the play is about, and at times
might consist of only its title; but there
is a point in this series of abstractions
where they are no longer protected,
since otherwise the playwright could
prevent the use of his “ideas,” to which,
apart from their expression, his prop-

erty is never extended.*

Judge Hand’s abstractions test is a use-
ful tool for distinguishing between the
ideas of a work, which are not protectable
by copyright, and the expression of those
ideas, which are. However, analytic dissec-
tion goes beyond the mere identification
of the ideas in a work—as distinguished
from the expression of those ideas—and
now incorporates the complete abstrac-
tion of a work into its constituent parts.
Thus, one court has defined analytic
dissection as breaking down a work into
its various constituent elements and then
focusing an each isolated element, or
combination of elements, to the exclusion
of all other elements.?® As properly under-
stood, analytic dissection is consequently
an important preliminary step that must
be performed before any comparison of
two-works can be performed. This is so
because no comparison of ideas can be per-
formed until the ideas underlying any two
works can be identified and distinguished
from the expression of those ideas. More
important, since no copyright protection
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extends to ideas, it is irrelevant to engage
in any comparison of the ideas contained
in any two works. The purpose of analytic
dissection therefore is to isolate the ideas
in any work so they can be excluded in
the comparison step. Morcover, once the
ideas have been identified and excluded,
the remaining parts can be analyzed first
for protectability under copyright law and
then for a comparison between the prozecs-
able parts of each work. Hence, analytic
dissection is an essential tool, not only
under the extrinsic test—so that ideas can
be identified—but also under the intrinsic
test—so that unprotectable expression can
be filtered or excluded before engaging in
the comparison step.*

THE TRANSFORMATION OF
KROFFT’S EXTRINSIC-INTRINSIC
TEST BEGAN WITH JASON V.
FONDA

The problems with Krofff's analysis sur-
faced almost immediately, but it took sev-
eral years before courts began to expressly
recognize them. The first breach in the
dam came in the opinion of the district
court in Jason v. Fonda® The problem
arose when the district court was required
to analytically dissect plaintiff’s book enti-
tled “Concomitant Soldier-Woman and
War” which plaintiff accused defendants
of infringing by producing and showing
the motion picture “Coming Home.” The
district court attempted to apply Krofffs
extrinsic test but stumbled when it came
to dissecting the specific criteria to be
compared under that test. It concluded
that, “the criteria [under the extrinsic
test] in this case might include such
characteristics of a written work as plot,
themes, dialogue, mood, setting, pace and
sequence.”” Although Krofffs extrinsic
test is supposed to compare the ideas
of two works, the criteria identified by
the district court in Jason clearly includ-
ed expressive elements such as dialogue,
mood, setting, pace and sequence.” Thus,
almost by accident, if not by conscious

design, expressive elements began to creep
into the extrinsic test.

The emasculation of Krofffs extrinsic
test continued unabated several years later
when the Ninth Circuit cited Jason with
approval in Lizchfield v Spielberg™ 1n
Lirchfield, the Ninth Circuit described
the extrinsic test consistently with Kroff,
stating that “[s]imilarity of ideas may be
shown by an extrinsic test.”” But in the
same sentence the Litehfield court incor-
rectly noted that the extrinsic test “focuses
on alleged similarities in the objective
details of the work.”* The word “details”
is not commonly understood to be synon-
ymous with the word “ideas.” Indeed, the
word “details” implies a level of expression
inconsistent with ideas alone. Litchfield
then described the “details” to be focused
on under the extrinsic test as consist-
ing of “plot, theme, dialogue, mood,
setting, pace and sequence,” relying on
the district court’s opinion in Jason v
Fonda?" In the very next sentence, the
Litchfield court acknowledged that under
Krofft “[s]imilarity of expression depends
on a subjective, intrinsic test,” appar-
ently completely oblivious to the fact
that it incorporated several expressive ele-
ments—i.e., dialogue, mood, setting, pace
and sequence—within the extrinsic test
instead of the intrinsic test.

Once a panel of the Ninth Circuit had
repeated the error of the district court in
Jason v. Fonda, there was now no turning
back. The next year, in Berkic v. Crichton,*
the Ninth Circuit continued the process
of transforming the extrinsic test from one
of comparing ideas to one of comparing
expression in the following passage:

The test for “substantial similarity of
ideas” compares, not the basic plot ideas
for stories, but the actual concrete ele-
ments that make up the total sequence
of events and the relationships between
the major characters. The extrinsic test
for similarity of ideas looks beyond the
vague, abstracted idea of a general plot
and instead “focuses on...the objective

details of the works.... The extrinsic
test requires a comparison of plot,
theme, dialogue, mood, setting, pace,

and sequence.”

Thus, under Berkics reformulation of
the extrinsic test, it has begun to look
beyond mere ideas, and instead focused on
“the objective details of the works.” Again,
however, the court did not acknowledge
that it had redefined Krofffs original formu-
lation of the extrinsic test as one focusing
only on the general ideas of the works.

The transformation of the extrinsic-
intrinsic test further evolved as a result of
the Ninth Circuit’s decision in Alotti v.
R. Dakin & Co.** The Aliotti court recog-
nized that analytic dissection was a neces-
sary step in the ability to analyze whether
there is substantial similarity of expres-
sion, as opposed to substantial similarity
of ideas. There, the court was confronted
with a claim that defendants had infringed
plaintiff’s line of stuffed toy dinosaurs.
Plaintiffs argued that the district court
had erred in granting defendants’ motion
for summary judgment because the dis-
trict court had engaged in analytic dissec-
tion of the dissimilar characteristics of the
dolls. The Ninth Circuit agreed that it was
error to analytically dissect the dissimilari-
ties between the two doll lines, but it held
that it was necessary to engage in analytic
dissection of the similarities. It explained
its reasoning as follows:

The inquiry into similarity of expres-
sion is modified by a line of cases rec-
ognized by Kroff but never satisfacto-
rily integrated into the two-part Kroffi
framework. No substantial similarity of
expression will be found when “the idea
and its expression are...inseparable,”
given that “protecting the expression
in such circumstances would confer a
monopoly of the idea upon the copy-
right owner”.... To the extent that
it is necessary to determine whether
similarities result from unprotectable
expression, it is appropriate under
Kroffts intrinsic test to perform ana-
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lytic dissection of similarities. Although
even unprotectable material should be
considered when determining if there
is substantial similarity of expression,
no substantial similaricy may be found
under the intrinsic test where analytic
dissection demonstrates that all simi-
larities in expression arise from the use
of common ideas.”

The Aliorti court therefore appropri-
ately recognized the need to separate
unprotectable expression from protectable
expression under Krofffs intrinsic test—a
step overlooked by Kroffi—because no
finding of copyright infringement could
be based on similarity in the unprotectable
expression of two works.*® Hence, Krofffs
formulation of the extrinsic-intrinsic test
was rapidly eroding: expressive elements
were being considered in applying the
extrinsic test and analytic dissection was
being employed with respect to elements
of expression under the intrinsic test.

THE DEATH KNELL OF KROFFT'S
ORIGINAL FORMULATION OF THE
TEST CAME IN SHAW V. LINDHEIM

The death knell of Krofffs extrinsic-
intrinsic formulation came in 1990 in the
case of Shaw v. Lindheim¥ In Shaw, the
plaintiff brought suit against the develop-
ers of the television show, “Equalizer,”
which plaintiff claimed infringed his script
of the same name. After describing Krofffs
extrinsic-intrinsic test, the Shaw court
took note of the transformation in the
extrinsic component of the test in subse-
quent Ninth Circuit cases. It observed that
in analytically dissecting literary works
under the extrinsic test, courts had identi-
fied “plot, themes, dialogue, mood, set-
ting, pace, and sequence’ as extrinsic test
criteria.”®® Because these criteria included
“virtually every element that may be con-
sidered concrete in a literary work,” the
Shaw court concluded that “the extrinsic
test as applied to books, scripts, plays, and
motion pictures can no longer be seen as
a test for mere similarity of ideas.”” It

therefore suggested that the two tests were
more appropriately described as “objective
and subjective analyses of expression.”*
Hence, Shaw correctly recognized that
only the expression in a literary work is
relevant for purposes of copyright analysis
and that a comparison of ideas was irrel-
evant. However, it did not eliminate the
intrinsic test; rather, it transformed the
intrinsic test into a subjective comparison
of expression.* Having concluded that
the intrinsic test was purely subjective in
nature, the court was compelled also to
conclude that a finding of non-infringe-
ment on summary judgment could not
be based on the intrinsic test alone.®
Accordingly, the court held that satisfac-
tion of the extrinsic test automatically suf-
fices to create a genuine issue of material
fact and precludes summary judgment in
favor of the defendant.®?

In Brown Bag Software v. Symantec
Corp.,* the Ninth Circuit further refined
the extrinsic test, emphasizing that ana-
lytic dissection should be used as a tool
“for comparing not only ideas but also
expression.” More important, Brown
Bag stressed that analytic dissection is
appropriate not only with respect to the
analysis of substantial similarity but also
with respect to the element of owner-
ship and specifically with respect to the
scope of the copyright so owned. That
is, Brown Bag stands for the proposition
that analytic dissection is also useful for
the purpose of determining whether any
similarities between two works result from
protectable or unprotectable expression.*
Thus, Brown Bag reinforced the similar
conclusions that had been reached earlier
in the Ninth Circuit’s Alotti decision.

In addition, Brown Bag reaffirmed the
principle that the extrinsic test had been
transformed into an analysis of expres-
sion, and not one exclusively of ideas. As
Brown Bag explained, the “extrinsic test
now includes some analysis of expres-
sion.”¥ Specifically, the court noted that
as to literary works the extrinsic test has
been expanded to include analytic dissec-

tion of such expressive elements as “plot,
theme, characters and dialogue.”® Of
course, other courts have added to the
extrinsic test the additional elements of
setting, pace, mood and characters so that
virtually no expressive elements are now
excluded from the extrinsic test.”’

The analysis of substantial similarity
was further refined in Apple Computer,
Inc. v. Microsoft Corp.,”® in which Apple
sued alleging infringement of the graphic
user interface or GUI of its computer
programs. First, the court noted that
computer programs, including the non-
literal elements of such programs as well
as the literal elements of source code
and object code, “are subject to the same
process of analytic dissection as are other
works.”! Second, it articulated an appro-
priate framework for analyzing the issue
of substantial similarity in cases involving
computer programs, adopting a three-part
test: 1) identification of similarities; 2)
analytic dissection; and 3) comparison.”
These steps are similar to those of the
“abstraction-filtration-comparison”  test
adopted by other circuits in analyzing sub-
stantial similarity of computer programs.>
Under the Ninth Circuits version of the
abstraction-filtration-comparison test, the
court must first identify the sources of
any alleged similarities between the two
works. Using analytic dissection, and well-
settled copyright doctrines,* the court
must then examine each allegedly similar
element for protectability under copyright
law and flter out all unprotectable ele-
ments.”” Finally, under the last step, the
court must compare the protectable ele-
ments, making sure that it excludes from
its comparison all unprotectable elements
filtered out under the previous step.®

THE MODERN VERSION OF THE
EXTRINSIC-INTRINSIC TEST
BEARS NO RESEMBLANCE

TO KROFFT’S ORIGINAL
FORMULATION

Modern decisions have since fully inte-
grated expression into the extrinsic test
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and accepted the use of analytic dissec-
tion as a tool for distinguishing between
protected and unprotected expression.
Thus, in Rice v. Fox Broadcasting Corp.,”
the Ninth Circuit recently described the

extrinsic test as follows:

As we have previously stated, the
extrinsic test is an objective measure
of the “articulable similarities between
the plot, themes, dialogue, mood, set-
ting, pace, characters, and sequence
of events.” In applying the extrinsic
test, we must distinguish between the
protectable and unprotectable mate-
rial because a party claiming infringe-
ment may place “no reliance upon any
similarity in expression resulting from

unprotectable elements.”®

The modern formulation of the extrin-
sic-intrinsic test therefore has come to
resemble the abstraction-filtration-com-
parison test adopted by courts in the
analysis of computer programs. In fact,
the abstraction-filtration-comparison test
is a more accurate description of mod-
ern substantial similarity analysis even as
applied to literary works since under the
modern extrinsic test a literary work must
first be abstracted through the use of ana-
lytic dissection and then filtered in order
to identify and exclude unprotectable ele-
ments. Finally, under the intrinsic test the
works must be compared subjectively for
similarity in their total concept and feel.
As a result, the extrinsic-intrinsic test has
outgrown its ability to accurately describe
modern substantial similarity analysis in
copyright cases. Instead, since Shaw, the
courts of the Ninth Circuit are in effect
applying the abstraction-fltration-com-
parison test to literary works but continue
to use the label of the extrinsic-intrinsic
test. Given that the extrinsic-intrinsic label
no longer fits, the Ninth Circuit should
abandon this obsolete label and trade it in
for a new and better fitting one. @
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